JAJI. 27. 2006 2:01PM HP LEGAL 



NO. 0894 P. 10/19 



SerlalNo.: 10/005,193 
Ite^ponse to OA of 06/17/05 

Remarks 

In the present response, claims 11-17 and 22-35 are canceled. These daims were 
subject to a previous testricdon. Applicants reserve the right to pmsne such dainis in a 
divisional applicatioiL 

Further, one claiin (3) is canceled; two claims (44 and 45) are added; and foiir 
claims (1, 18, and 42) are amended. No new matter is added. 

!• Claim Rejections: 35 VSC § 101 

Claims 1 8> 42, and corresponding dependents are rejected under 35 USC § 101 
because the claims are allegedly directed to non-statutory subject matter. In particular, the 
0£Eoe Actions states that the claims mierely manipulate an abstract idea or perfoirms a 
purely malliematical algorithm. Applicants respectfully traverse. 

Applicants respond with at least two argomoits: First, the daims have practical 
application and are not directed to a mathematical algoiitluns or mere abstract ideas. 
Second, even assuming arguendo that tiie claims do contain a matlsematical algorithm, 
the daims have practical application and do not consist solely of mathematiGal 
openations. 

Qverview of Law; Matheroatical Algorithms 

The law clearly states that mathematical algorithms can form part of statiztozy 
subject matter. The Supreme Court stated: 

Hieir process admittedly employs a wdl-known mathematical 
equation, but ih^ do not seek to pre-empt the nse of that equation. 
Rather, they seek only to foreclose from others the use of that 
equation in conjunction with all of the other steps in thdr claimed 
process . . Our eadier opinions lend support to our present 
conclusion that a daim drawn to subject matter otherwise statutory 
does not become nonstatutory simply because it uses a 
mathematical formula, compoter program, or digital computer. 
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{IXamond v. Dtehr^ 450 U.S. 175 (1981): text omitted from 
quotation.) 

Further, claims define non-statutory processes if they either (1) consist solely of 
mathematical operations without some claimed practical application, or (2) simply 
manipulate abstract ideas Tvithoiit some claimed practical application (see MPEP 2106). 
Stated another "way, claims define a statutory process if th^ are fimited to a practical 
application wfhin Ae technological arts (see MPEP 2106 or Diamond v. Diehr^ 450 U.S. 
175 at 183-184 (1981)), 

Application of Law to Applicants VClatma 

Applicants' claims have a practical application in the technological arts since the 
claims produce a concrete, tangible, and useful result. In other words, the claims recite at 
least one step or one act that produces something that is concrete, tangible^ and useful By 
way of illustration only, claim 18 recites a method for storing and retrieving image data 
that comprises organizing match descriptois in a database. As redted, a target image (for 
which a match is sought) is received. A detennination is made as to whefther a dose 
match exists for the target descriptor. If a candidate match is found, then a match 
descriptor is returned. These recitations show that claim 1 S clearly recites n concrete, 
tangible, and useful result as an output of centers. 

Claim 1 8 thus provides a '*real world'* value (i.e^ organizing matdbi descriptors in 
a database and returning matches for target descriptors). This real world value is more 
than a mere idea or concept Further^ the output of claim 1 8 proves that tiie claimed 
process does not consist solely of the manipulation of an abstract idea. By contrast, the 
claim provides a concrete and tangible result 

Claim 42 also recites at least one step or one act that produces something that is 
concrete^ tangible^ and useful. By way of illustration only, claim 42 recites a method for 
storing and ordering image data that comprises organizing descriptors of images in a 
database. Tliese recitations show that claim 42 cleady recites a con<^et^ tangible, and 
useful result as an output of centers. 
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Claim 42 thus provides a ^Veal wodd** value (i,e., otg^ujizmg, images in a 
database). This real world value is more than a mere idea or concept Further, the 
organization of imag^ in a database proves that the claimed process does not consdst 
solely of the manipulation of an abstract idea. By contrast^ the claim provides a concrete 
and tangible result. 

The legal position of the Applicants is clearly supported in MPEP 2106. Further, 
Applicants respectfully ask the Examiner to review the decision in ^Tcfer Corp. v. Excel 
Communications,, 172 F3d 1352 at 1358 (Fed. Cir. 1999)- The law clearly states: "Only 
when the daim is devoid of any limitation to a practical application in the tedhnological 
arts should it be rejected under 35 USC lOr' (MPEP 2106: Emphasis added). Applicants 
have shown that the claims are not devoid of ai^ limitation to a practical appUcation in 
tfie tedinological aits. As xK>ted, claims 1 8 and 42 recite a real world vahie (^cample; 
organizing images in a database). 

Nest, Applicants respectlEully cite MPEP 2106 to support fbrtber their position: 

The applicant is in the best position to explain why an 
invention is believed useful. Office persormel should therefore 
focus their efiK>rts on pointing out statements made in the 
specification that identify all practical q[>plications for the 
invention. Of&ce peisoimel should rely on suidh statements 
throughout the exaruination when assessing the invention for 
compliance with all statutory criteria. An e^licant may assert 
more than one practical application, but only one is necessary to 
satisfy the atOity requirement Ofiioe persoimel should review 
the entire disclosure to detennine ti)e features necessary to 
accomplish at least one asserted practical application. (Bold 
added). 

Applicants have provided at least one practical application in each of claims 1 8 
and 42, For at least these reasons. Applicants respectfully request withdraw of this 
rejecdon. 

8 



PAGE 12/19 * RCVD AT 1/27/2006 S:05:56 PM [Eastern Standard Tim^ ^ 



JAN. 27. 2006 2:01PM HP LEGAL 



NO. 0894 P. 13/19 



SertolNo.: 10/005,193 
Rcspdnse to OA of D6/17/05 



n. Claim Rejeetioiu^; 35 USC % 103 

Claims 1-5, 7, IS - 21, 36, 39, 42, and 43 are rejected under 35 USC § 103(a) as 
being unpatentable over USPN 6,754,667 (hereafter Kim) in view of non-patent literature 
(Deirode) and further in view of USPN 6,598,054 Qiereafler Sdiiietze). Applicants 
traverse. 

To establisli a prima Ikcie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation^ either in the zefeirences themselves or 
in the knowledge generally available to one of ordinary skill in the art to modify the 
reference or to combine reference teachings. Second, the^ must be a reasonable 
expectation of success. Finally, the prior art dted must teach or suggest all the doim 
luoitations. See M.P.E.P. § 2143. Applicants assert that ibe rejection does not satisfy 
these criteria. 

AH Elements Not Tanght/Suegested 

Independent claims 1,18, and 42 recite numerous lixmtations that are not taught 
or suggested in the art of record- Byway of example, claim 1 recites: 

wherem the predetmnined metric defines a similarity between two 
different match descriptors dudh that Ihe similarity is a xatio of a 
number of elements common to two sets of match descriptors and 
a total number of unique elements in fbe two sets of match 
descriptors. 

Nowhere does the art of record teach or suggest that a similarity is a ratio of a 
number of elements common to two sets of match descriptors and a total number of 
unique elements in the two sets of match descriptors. The Office Action admits feat Kim 
does not teach this recitation (see OA at p. 6). Applicants agree with this admission. The 
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Office Action, however, attempts to cure this d^den^ ivith Doncode. Applicants 
respectfully disagree. 

Detrode teaches a very specific fonnula for determining a distance or simflarity 
between two images. Specifically, Denode teaches a xnathematical Euclidean distance 
fomrula to find the distance between to sh^es. Applicants respectfully ask the Examiner 
to review Section 2,3 and corresponding equation (6) of DOTode. 

In contrast to Derrode, claim 1 recites an entirely different method for 
determining a dmilarity between two images. Specifically^ claim 1 recites ^lat the 
similazily is a ratio of a number of elements common to two sets of match descriptors and 
a total number of unique elemeaits in the two sets of match desoiptors. As noted, Denrode 
teaches a different mathematical formula, shown in equation (6)^ to calculate sfanilarity 
between twoimages. 

The Office Acdoti argues that Dezrode teadbies the claimed recitation at p. 878, 
Section 2.1, Applicants respectfully disagree. This section of Deirode teaches how 
Fourier-Mellin Transform (FMT) is calculated- This section does not even discuss how 
similariti^ between images are calculated. Equation (6) of Section 2.3 (see p. 879) in 
Denode teaches how similarities are calculated. 

For at least these reasons, the art of record does not teach or suggest claim 1. 
Independent claims IS and 42 are allowable for similar reasons. 

A dependent claim inherits the limitations of a base claim. Thus, for at least the 
xeasons given in connection wi& indq>endeat claims 1, 18, and 42, the dq^endent claims 
are also allowable. 

Nq Suggestion or Mottvation to Combine Refcren^^ 

Obviousness cannot be established by combiiiing the teadiingg of the prior art to 
produce the claimed invention absent some teaching or suggestion supporting the 
conibination. ACS Hospital Systems, Ltc, v. Montefiore Hospital, 732 F.2d 1572, 1577, 
221 929, 933 (Fed, Cir, 1984). The mere fact that references can be combmed 

or modified does not render the jre^ultant combination obvious unless the prior art also 
suggests the desirability of the combination. In re Mills, 9l6 F.2d 680, 1 6 U.S.P,Q.2d. 
1430 CFed. Cir. 1990). Accordingly, to establish a prima facie case, the Examiner must 
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not only show that fhe coxnbination includes all of tbe claimed elemmts^ but also a 
convincing line of reason as to why one of ordinaiy skill in the ait would have found tbe 
claimed invention to have becii olrvious in light of the teachings of the references. Ex 
parte Cl^qjp, 227 U.S J'.Q. 972 (B.PJS.,L 1985). The Examiner must provide objective 
evidence, rather than subjective belief and unknown authority, of the requisite motivation 
or suggestion to combine or modify the cited references. In re Lee, 61 U.S.P.Q.2d. 1430 
OFed. Cir, 2002). Moreover, a statement that the proposed modification would have been 
*Vell within the ordinary skill of the ait'' based on individual knowledge of the claimed 
elements cannot be relied upon to establish a prima facte case of obviousness without 
some objective reason TO combine the teachings of ttie references. Ex parte Levengood, 
28 U,SJP.Q.2d 1300 (Bd. Pat. App. & Inter* 1993); in re Kotxab^ 217 F3d 1365, 1371, 55 
U.S.p.QJld 1313. 1318 (Fed. Cir. 20QO)i AUSite Corp, v. VSIInt'llnc., 174 F-3d 130S, 
50U.SJ.Q.2d. 116J (Fed. Or. 1999). 

In addition, uhea prior art rdEerences require a selected combination to render 
obvious a subsequent invention, there must be some reason ftw the oonihination other 
than the hindsigjit gained fiom the invention itself Le., something in the prior art as a 
-w^Ie mnst suggest the desirability, and thus the obviousness, of making the 
combination. Umroyalinc, u Rudkin-Wiley Corp,^ S37 F.2d 1044, 5 U.S.P.Q,2d 1434 
(Fed Cir. 1988), One cannot use hindsight reconstmction to pick and choose among 
isolated disclosures in the prior ait to depjnecate the claimed invention. In re Fine^ 837 
F.2d 1071, 5 U-S.P.Q.2d 1596 (Fed. CSr, 1988). 

In ttkc present rejection^ the Office Action is incking and choosing portions of 
three different references in an attenq)t to show aUtiie elements of Ihedai^ First, this 
combination is an improper piece-meal constmction. Second, no desirability exists in the 
references for such a combination. For example, Kim teaches a spedfio mediod known as 
angular radial transforms (ART) for extracting descriptors. Kim also teabhra a specific 
mathematical equation (see Equation 12 at col, 5, line 50) for finding similaiity between 
images. By contrast, Derrode teaches an entirely different method that uses FMTs for 
extracting descriptors. Derrode also teaches an enth^ly dilFerent mathematical equation 
(see p. 879, Equation 6 of Section 2 J) for finding simUarity between images. In light of 



11 



PAGE 15/19 * RCVD AT 1/2712006 5:05:56 PM [Eastern Standard Timel * SVR:USPTO-EFXRF-6/32 * DNIS:2738300 ' CSID:6508528063 * DURATION (mm-ss):fl4-38 



JAN. 27. 2006 2:02PM HP LEGAL 



NO. 0894 P. 16/19 



.S«riiaNQ,; 10/005,1^3 
itesponse to OA of 06/l7A)5 

these vast differaiees 'between Kim and Decrode> no desirability, motivation^ or 
suggestion exists for combining these references. 

For St least these reasons, the art of record does not teadh or sugg^t the claims. 
Applicants respectfuHy ask the Examiner to wtflidraw the tgection since 2l prima facie 
case of obvious has not been established, 
in- Claim Rejeetions: 35 USC % 103 (Qaiim 8 and 9) 

Claims 5 and 9 are rejected under 35 USC § 103(a) as being unpatentable over 
Kim in view of Derrode, Schuetze, and further in view of USPN 6,751,343 (Perrdl). 

Ferrell fsals to cure the deficiencies of Kim, Derrode»and Schuetze. For at least the 
reasons given in connection with daim 1 in Section 11, claims 8 and 9 are allowable over 
Kim in view of Derrode, Sdhuetze, and Fenell. 

IV. Claim Rejections: 35 USC § 103 (Cteim lb) 

Qaim 10 is r^ected under 35 USC § 103(a) as bring unpatentable over Kim in 
view of Dexrode, Schuetze, end in ffarth^ in view of Gionis. 

Gionis fails to cure the deficiencies of Kim, Denrode, and Schuetze. For at least 
the reasons given in connection with claim 1 in Section II, claita 10 is allowable over 
Kim in view of Decrode, ScihuetZ6> and Gionis. 

V. Claim Rejections: 35 USC § 103 (Claim 38) 

Claim 38 is rejected under 35 USC § 103(a) as being unpatentable over Kim in 
view of Derrode, Schuetze, and further in view of Broder. Applicants respectfully 
traverse. 

First, the Office Action admits fliat Kim, Deiiode, and Schuetee do not teach th© 
limitations of daim 38 (see OA at p- 1 S). Applicants agree with this admission. The 
Office Action, however, attempts to cure diis deficiency with Broder. Applicants 
respectfully disagree. 

Broder teaches the mathematical notations of resemblance r( A, B) and 
containtfient c(A, B) "^ven two documents A and B" (see Abstract: emphasis added by 
Applicants). Broder further states: 
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We view each document as a sequenoe of tokens. We can take 
tokens to be letters, or words, or lines. From a mathematical point 
of view all what we need is for the set of tokens to be countable. 
(See first paragraph of section 2). 

Nowhere does Broder teach or suggest using the mathematica] notations for 
images as recited in claim 38 and independent claim I . Instead^ Broder teaches using 
such mathematical notations for documents. Further, Applicants respectfully submit that 
no motivation or suggestion exists fai using the teadiings in Broder with respect to 
images as redted in elements of dafan 1. 

For Bt least these reasons, KiiHy Derrode^ Sdmetze, and Broder do not teadbt or 
suggest the elements of claim 38. 

Farther, Btoder fails to cure the defid^cies of Kim, Detrode» Sdmetze. Thus, &r 
at least the reascms given in connection with claim 1 in Section IT, daim 38 is allowable 
over Kim, Derrode, Sdiuetze^ and Broder, 

VL New Claims 

Applicants submit new claims 44-45. For at least the reasons given in connection 
with Section V, these dahns are allowable over the art of record. 
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CONCLUSION 

In view of the abov^ Applicants believe all pending claims are in condition t^x 
allowance. Allowance of these claims is respectfidly xeqnested. 

Any inqtiiry regarding this Amendment and Response should be directed to Philip 

S. L>Ten at Telephone No. (251) 514-8236, Facsimile No. (281) 514-8332. In addition, 

all correspondence should contmue to be directed to the following addiess: 

Hewlett-Packard Company 
Intellectual Property Adnunistration 
P.O. Box 272400 

Fort Collins, Colorado 80527-2400 



Respectful: 




Philip S. 
Reg. No- 40,709 
Ph: 281-514-8236 



CERTIFICATHTTlvjnFR ^7 CP tL 1.8 
The undeisigQEd hereby certifies that this p^er or papers, as described herein, is being transmitted to Ihe United States 
Patent and Trademazic OfRce facsimne number 571-273-83qp^ this /fe^ day of Sem&nbcr, 2005. 



Name: CaitiBMoKcrley Q 
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